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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 14-18 and 21-31 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Webster, Jr. (US 6,171,275 B1). 

Regarding claim 14, Webster, Jr. discloses an elongated body having an 
electrode disposed at a first end thereof(view figure 1 ;(20 electrode)); at least one 
current-carrying wire extending through said body(16), which wire(16) is electrically 
connected to said electrode(20); a channel(40) extending through said body and being 
adapted to supply a cooling fluid through said body(40 irrigation channel), at least one 
outlet opening of the channel being provided in or near said first end(view figure 5); and 
a temperature sensor arranged in said first end(column 7, lines 5-10), wherein said 
channel is thermally insulated from said electrode(column 3, lines 64-67). 

Regarding claim 15, Webster, Jr. discloses at least one outlet opening is 
provided in said first end (view figure 5). 

Regarding claim 16, Webster, Jr. discloses wherein said channel (40) has a 
longitudinal direction and said at least one outlet opening comprises a series of outlet 
openings (41 branches), which outlet openings are arranged such that, during use, 
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cooling fluid supplied through said channel flows out through said outlet openings in an 
outflow direction which forms an angle with said longitudinal direction (column 4, line 65 
- column 5, line 5). 

Regarding claim 17, Webster, Jr. discloses wherein said angle is between 30 
and 90 degrees (column 4, line 65 - column 5, line 5). 

Regarding claim 18, Webster, Jr. discloses wherein the at least one outlet 
opening is provided with a thermally insulating inner casing (column 4, lines 15-27 
separate lumens for infusion tubes and electrode leads). 

Regarding claim 21, Webster, Jr. discloses wherein the temperature sensor is a 
thermocouple attached to the casing (column 7, lines 5-10). 

Regarding claim 22, Webster, Jr. discloses wherein at least one said outlet 
opening is provided in said body adjacent said first end (view figure 5). 

Regarding claim 23, Webster, Jr. discloses wherein said first end is attached to 
said body, and said temperature sensor is provided in said first end at a distance from 
an interface formed between said body and said first end (column 7, lines 6-14). 

Regarding claim 24, Webster, Jr. discloses wherein at least one outlet opening 
is formed such that cooling fluid flowing therefrom during use flows away from said first 
end (view figure 5). Fluid has to flow away from the first end because of the angle of the 
branches. 

Regarding claim 25, Webster, Jr. discloses, wherein said first end has at least 
one metal exterior (column 3, lines 39-41). 
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Regarding claim 26, Webster, Jr. discloses wherein the at least one outlet 
opening is arranged such that turbulence is generated around the first end when cooling 
fluid flows there through (view figure 5). Turbulence is formed at the opening of the 
branches (41) as well as internally at the beginning of the branches from the channel). 

Regarding claim 27, Webster, Jr. discloses an elongated body having an outer 
surface and an electrode disposed at a first end thereof(view figure 1 ; (electrode(20)); at 
least one live wire extending through said elongated body(16), said at least one live 
wire(16 being connected to said electrode)column 3, line 65); a channel extending 
through said elongated body(40), said channel being adapted to deliver a cooling fluid 
through said elongated body(40 central irrigation channel); at least one thermally 
insulated outlet opening extending from said channel(view figure 5; 41) to said outer 
surface of said elongated body at or near said electrically conductive first end (33 
electrode); and a temperature sensor arranged in said first end(column 7, lines 5-10). 

Regarding claim 28, Webster, Jr. discloses wherein said channel (40) has a 
longitudinal axis, wherein said at least one thermally insulated outlet opening comprises 
a series of outlet openings adapted to deliver said cooling fluid toward said outer 
surface of said elongated body in an outflow direction (41), and wherein said outflow 
direction is at an angle relative to said longitudinal axis (column 4, lines 15-27; separate 
lumens for infusion tubes and electrode wires). 

Regarding claim 29, Webster, Jr. discloses wherein said at least one thermally 
insulated outlet opening comprises a thermally insulating inside casing (column 4, lines 
15-27; (34; insulation)). 



Application/Control Number: 10/595,608 Page 5 

Art Unit: 4185 

Regarding claim 30, Webster, Jr. discloses at least one thermally insulated 
outlet opening (41) is provided in said elongated body, adjacent to said first end (view 
figure 5). 

Regarding claim 31, Webster, Jr. discloses wherein said first end is attached to 
said elongated body, wherein said temperature sensor is provided in said first end at a 
distance from an interface formed between said elongated body and said first end 
(column 7, lines 5-10; view figure below). 




Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

6. Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Webster, Jr. (US 6,1 71 ,275 B1 ) in view of Rydell (US 5,098,431 ). 

Regarding claim 19, Webster, Jr. discloses the claimed catheter, but fails to 
explicitly disclose wherein the first end includes: a core manufactured from a material 
having low thermal conductivity and/or low electrical conductivity; and a casing having a 
good heat conductivity and/or good electrical conductivity relative to the core. Webster 
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discloses that the catheter body can be made of any suitable construction and made of 
any suitable construction. 

However, Rydell discloses a core manufactured from a material having low 
thermal conductivity and/or low electrical conductivity; and a casing having a good heat 
conductivity and/or good electrical conductivity relative to the core (column 3, lines 12- 
20). 

7. It would have been obvious to one having ordinary skill in the art at the time of 
invention to combine the catheter taught by Webster, Jr. with the core and casing taught 
by Rydell. Doing so would allow the catheter to work properly with the operating 
electrodes within the body. 

Regarding claim 20, Webster, Jr. discloses the claimed catheter, but fails to 
disclose wherein the core is made of plastic, ceramic, or glass, and wherein the casing 
is made of metal. 

However, Rydell discloses wherein the core is made of plastic, ceramic, or glass, 
and wherein the casing is made of metal (column 3, lines 12-20). 

8. It would have been obvious to one having ordinary skill in the art at the time of 
invention to combine the catheter taught by Webster, Jr. with the ceramic core and 
metal casing taught by Rydell. Doing so would allow the catheter to work properly with 
the operating electrodes within the body. 

9. Claims 32-34 and 36-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Webster, Jr. (US 6,171,275 B1). 
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Regarding claim 32, Webster, Jr. discloses wherein a catheter(1 1) having an 
electrode(30) disposed at a first end thereof is provided in a body cavity, with said first 
end near or, preferably, against a wall of said body cavity, while at a distance from said 
first end a complementary electrically conductive element is arranged, whereupon an 
electric current is generated between said first end and said conductive element, such 
that said wall is heated, whereupon, adjacent said first end, a cooling fluid is dispensed, 
while the temperature of said first end is measured and is regulated, while direct cooling 
of said first end from the inside thereof by said cooling fluid is prevented(view figure 
below). Webster, Jr. fails to explicitly disclose the claimed method. 




1 0. It would have been obvious to one having ordinary skill in the art at the time of 
invention to use the apparatus taught by Webster, Jr. in the claimed method since it is 
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an understandable method of use. Doing so is a way that the apparatus can be used to 
heat and ablate tissue. 

Regarding claim 33, Webster, Jr. discloses, wherein said cooling fluid, through 
a channel(40) in said catheter(1 1), is supplied and dispensed in a protein containing 
liquid(abstract text, blood), while said cooling fluid in said catheter is separated from at 
least said first end through thermal insulation(column 4, lines 15-27; separate lumens 
for infusion tubes and electrode leads). Webster, Jr. fails to explicitly disclose the 
claimed method. 

11. It would have been obvious to one having ordinary skill in the art at the time of 
invention to use the apparatus taught by Webster, Jr. in the claimed method since it is 
an understandable method of use. Doing so is a way that the apparatus can be used to 
heat and ablate tissue. 

Regarding claim 34, Webster, Jr. discloses, wherein the cooling fluid is 
dispensed in a protein containing liquid such as blood around said first end such that 
said protein containing liquid is cooled with the aid of said cooling fluid adjacent an 
interface between said protein containing liquid and said wall and near the outside of 
said first end and is kept at a temperature below the coagulation temperature of said 
protein containing liquid (view above figure; column 10, lines 47-63). Webster, Jr. fails to 
explicitly disclose the claimed method. 

12. It would have been obvious to one having ordinary skill in the art at the time of 
invention to use the apparatus taught by Webster, Jr. in the claimed method since it is 
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an understandable method of use. Doing so is a way that the apparatus can be used to 
heat and ablate tissue. 

Regarding claim 36, Webster, Jr. discloses wherein the cooling fluid comprises 
a physiological salt solution (column 6, lines 48-53), wherein the physiological salt 
solution is introduced into said protein containing liquid (abstract; blood) such that 
around said first end, turbulence occurs in said protein containing liquid {Turbulence is 
formed at the opening of the branches (41) as well as internally at the beginning of the 
branches from the channel). Webster, Jr. fails to explicitly disclose the claimed method. 

1 3. It would have been obvious to one having ordinary skill in the art at the time of 
invention to use the apparatus taught by Webster, Jr. in the claimed method since it is 
an understandable method of use. Doing so is a way that the apparatus can be used to 
heat and ablate tissue. 

Regarding claim 37, Webster discloses wherein the electrically conductive 
element is disposed outside the body in which said cavity is located (view figure 1 , 
20(electrode). Webster, Jr. fails to explicitly disclose the claimed method. 

14. It would have been obvious to one having ordinary skill in the art at the time of 
invention to use the apparatus taught by Webster, Jr. in the claimed method since it is 
an understandable method of use. Doing so is a way that the apparatus can be used to 
heat and ablate tissue. 

1 5. Claim 35 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Webster, Jr. (US 6,1 71 ,275 B1 ) in view of Simpson et al (US 6,049,737). 
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Regarding claim 35, Webster, Jr. discloses wherein said ablation is performed 
in a body cavity wherein blood is present (abstract text; column 1 , lines 10-39), but fails 
to disclose the temperature of said blood is kept at a temperature below approximately 
55°C and the temperature of said first end is regulated such that it remains below 
approximately 65°C. 

However, Simpson et al. discloses the temperature of said blood is kept at a 
temperature below approximately 55°C and the temperature of said first end is 
regulated such that it remains below approximately 65°C (column 2, lines 1-9). 
16. It would have been obvious to one having ordinary skill in the art at the time of 
invention to combine the ablation device taught by Webster with the temperature limits 
set by Simpson. The method as claimed can be performed by the apparatus of 
Webster. It would have been obvious to use the device to perform ablation within the 
temperature settings because it is know in the art to keep the temperature of the 
electrode low as well as keeping the temperature of the tissue low so as to have the 
surgical procedure be effective at ablation. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. McClurken (US 7,311,708 B2). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AMANDA SCOTT whose telephone number is 
(571)270-7103. The examiner can normally be reached on Monday thru Friday, 9:00 
A.M. to 5:00 P.M.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrell McKinnon can be reached on (571)272-4797. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/AMANDA SCOTT/ 
Examiner, Art Unit 4185 

/Terrell L Mckinnon/ 

Supervisory Patent Examiner, Art Unit 4185 



